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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE f MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event however, may a reply be timely filed 
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earned patent term adjustment See 37 CFR 1.704(b). 
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2a)n This action is FINAL. 2b)n This action is non-final. 
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Attachnient(s) 

1) n Notice of References Cited (PTO-892) 4) □ Interview Summary (PT0^13) 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademarlc Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060517 



Application/Control Number: 10/019,655 Page 2 
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1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

Group I, claim(s) 1-6, 1 1-15, 21, and 23, drawn to a con5)ound and complexes 
comprising the compound. 

Group II, claim(s) 7-10 and 22, drawn to a method of using the conq)ound to detect non- 
canonical nucleic acid sequences. 

Group in, claim(s) 16, 17, and 24, drawn to a method of using the compound to detect or 
measure protein-nucleic acid interactions. [Claim 17 is grouped here because its dependency 
appears to be incorrect. It appears that method claim 17 should depend from method claim 16 
rather than from conqjound claim 13.] 

Group IV, claim(s) 18-20 and 25, drawn to a method of using the con5)ound to purify a 
nucleic acid-nickel-complex adduct. 

The inventions listed as Groups I-IV do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: Groups I and Groups II-IV are patentably distinct 
from one another and lack unity of invention. These groups are related as product and processes 
of using the product. The invention of Group I can be used in a materially different method than 
that of Group II, i.e. can be used in the methods of Groups III or IV. The invention of Group I 
can be used in a materially different method than that of Group HI, i.e. can be used in the 
methods of Groups II or IV. The invention of Group I can be used in a materially different 
method than that of Group IV, i.e. can be used in the methods of Groups II or IE. The methods 
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of Groups II, ni, and IV are patentably distinct from each other and lack unity of invention 
because of the materially different reagents involved (Group II uses non-canonical nucleic acid 
sequences, Group HI uses protein conqjlexes and nucleic acid solutions, and Group IV uses 
nucleic acid-nickel complex adducts) and because of the materially different results achieved 
(Group n detects a non-canonical nucleic acid sequence. Group III detects an interaction, and 
Group rV purifies a complex). Note that 37 CFR 1.475(c) indicates that claims drawn to 
multiple processes of use do not necessarily possess unity of invention. Finally, the X references 
cited in the International Search Report are evidence that the claims lack the same or 
corresponding special technical feature and therefore lack unity of invention. See MPEP 1850. 

In accordance with 37 CFR 1.499, apphcant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

2. This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so Unked as 
to form a single general inventive concept under PCT Rule 13.1. 

The species are as follows: compounds of formulas A, B, and C as set forth in instant 
claim 2. 

The species listed above do not relate to a single general inventive concept under PCT 
Rule 13. 1 because, under PCT Rule 13.2, the species lack the same or corresponding special 
technical features for the following reasons: The compounds of formulas A, B, and C as set 
forth in instant claim 2 are patentably distinct from one another and lack unity of invention 
because of their materially different structures. The species do not have a common structure or 
significant structural element in common, and do not belong to a recognized class of chemical 
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cort^^oimds. Each species will require separate structure searches, and search of all the species 
would constitute an undue burden on the examiner. In addition, the X references cited in the 
Intemational Search Report are evidence that the species lack the same or corresponding special 
technical feature and therefore lack unity of invention. See 37 CFR 1 .475(c) and MPEP 1850. 

Applicant is required, in reply to this action, to elect a single species to which the claims 
shall be restricted if no generic claim is finally held to be allowable. The reply must also identify 
the claims readable on the elected species, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are generic is considered non-responsive 
unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP 
§ 809.02(a). 

Claims 1-20 are currently considered to be generic, and claims 21-25 are currently 
considered to be limited to the species formula A. 

3. Applicant is advised that the reply to this requirement to be con^lete must include (i) an 
election of a species or invention to be examined even though the requirement be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To reserve 
a right to petition, the election must be made with traverse. If the reply does not distinctly and 
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specifically point out supposed errors in the restriction requirement, the election shall be treated 
as an election without traverse. 

Should apphcant traverse on the ground that the inventions or species are not patentably 
distinct, apphcant should submit evidence or identify such evidence now of record showing the 
inventions or species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in con5)liance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

4. Any inquiry concerning this communication or earlier communications fi'om the 
examiner should be directed to Jeffrey E. Russel at telephone number (571) 272-0969. The 
examiner can normally be reached on Monday-Thursday from 8:00 A.M. to 5:30 P.M. The 
examiner can also be reached on altemate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor Cecilia Tsang can be reached at (571) 272-0562. The fax number for formal 
communications to be entered into the record is (571) 273-8300; for informal communications 
such as proposed amendments, the fax number (571) 273-0969 can be used. The telephone 
number for the Technology Center 1600 receptionist is (571) 272-1600. 



Jeffrey E. Russel 
Primary Patent Examiner 
Art Unit 1654 
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May 17, 2006 



